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DETAILED ACTIOhr 
Claim RejBctions - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 1-10, and 25-27 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. In particular, the claims 
fail to describe who or what is perfonming the method steps. For example, claim 1 fails 
to describe what is "receiving a request for the health information from across an 
internal network". 

Claim Rejections - 35 USC § 103 
The following is a quotjation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or descnlsed as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in v^ich the invention vtas made. 

2. Claims 1-6, 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Snowden et al., (U.S. Pub. 2002/0026332) in view of Intel Internet 
Authentication Services, Privacy and Security for Health Care Transactions Over 
the Internet, copyright®2000 Intel Corporation. 
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3. The collective system of Snowden and Intel discloses a method of controlling 
transfer of health information along a network pathway. Intel fails to disclose acquiring 
patient consent for transfer of medical records. Intel does disclose acquiring 
authorization for medical records. Controlling distribution of medical records based on 
patient consent is well-known In the art as evidenced by Snowden, (Snowden, passim). 
Intel further discloses the following method steps: 

(a) receiving a request for the health information from across an internal network, the 
request being generated from a portable healthcare device, (Intel, p. 4, Fig. 1 , col. 1, If 2 
and 3; p. 6, col. 2, ^ 3) (An internal network is considered to be equivalent to a virtual 
private network since it performs an identical function in substantially the same way and 
produces substantially the same results) (A portable healthcare device is considered to 
be equivalent to a PDA since It performs an identical function in substantially the same 
way and produces substantially the same results); 

(b) immediately determining if a corresponding authentication is stored, (Intel, p. 4, 
col. 1, 11 1, 2; p. 5, col. 2, H 2 and 3); and 

(c) if the corresponding authentication is stored, permitting the health infonnation to 
be immediately acquired by sending tiie request across an external network to be 
obtained by a remote site, receiving the health infonnation from the remote site, and 
fonvarding the health infonnation back across the internal networic, (Intel, p. 5, col. 3, ^ 
2) (Remote site Is considered to be equivalent to third party database since it perfonns 
an identical function in substantially the same way and produces substantially the same 
results). 
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It would be obvious to one of ordinary skill in the art to replace the authorization 
in Intel with the patient consent from Snowden. The motivation would be to provide a 
secure repository for personal medical records of individuals and families, (Snowden, 
Abstract). 

4. As per daim 2, Intel further discloses the fonvarding of the health information Is 
to the portable healthcare device, (Intel, p. 4. Fig. 1 , col. 1 , H 2 and 3; p. 6, col. 2, H 3). 

The statement of obviousness and motivation to combine Snowden and Intel, 
thus repladng authorization with consent, is as discussed in the rejection of daim 1 and 
incorporated herein by reference. 

5. As per daim 3, Intel further disdoses sending a notice to the portable healthcare 
device, (Intel, p. 5, col 2, ^ 3) (sending a notice is considered to be equivalent to 
granting immediate access since it performs an identical function in substantially the 
same way and produces substantially the same results). 

The statement of obviousness and motivation to combine Snowden and Intel, 
thus repladng authorization with consent, is as discussed in the rejection of daim 1 and 
inc(»porated herein by reference. 

6. As per daim 4, Intel further disdoses receiving the appropriate authentication 
from the portable healthcare device and pennitting the health infomnation to be 
immediately acquired by sending the request across an external network to a remote 
site, receiving the health infomiation from the remote site, and fonvarding the health 
information back across the internal network, (Intel, p. 5. col 2, 2- end of page). 
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The statement of obviousness and motivatiori to combine Snowden and Intel, 
tiius replacing authorization with consent, is as discussed in the rejection of claim 1 and 
incorporated herein by reference. 

7. As per claim 5, Intel further discloses a method wherein the corresponding 
consent is fingerprint data, retinal data, voice data, or a digital signature data and further 
including comparing the corresponding consent with stored consent data, (Intel, p. 6, 
col. 2,113). 

The statement of obviousness and motivation to combine Snowden and Intel, 
thus replacing authorization with consent, is as discussed in the rejection of claim 1 and 
incorporated herein by reference. 

8. As per claim 6, Intel further discloses including determining if authentication is 
required prior to the determining if a corresponding authentication is stored, and if the 
authentication is not required, permitting the health infonnation to be immediately 
acquired by sending the request across an external network to a remote site, receiving 
the health infonnation from the remote site, and fonvarding the health infonnation back 
across the internal network, (Intel, p. 5, col. 2, 1| 2 and col. 3, If 2 ) (Determining if 
authentication is required is considered to be equivalent determining whether or not a 
user computer is enabled for streamlined access since it performs an identical function 
in substantially the same way and produces substantially the same results). 

The statement of obviousness and motivation to combine Snowden and Intel, 
thus repladng authorization with consent, is as discussed in the rejection of daim 1 and 
incorporated herein by reference. 
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9. As per claim 8, Intel further discloses including detennining the suitability of a 
corresponding authentication, (Intel, p. 3, col. 1, 2 and 3) (Determining the suitability 
of a corresponding consent is considered to t>e equivalent to confirmed and relative 
authentication since it perfonns an identical function in substantially the same way and 
produces substantially the same results). 

The statement of obviousness and motivation to combine Snowden and Intel, 
thus replacing authorization with consent, is as discussed in tiie rejection of daim 1 and 
incorporated herein by reference. 

10. As per claim 1 1 , Intel discloses a health information access server, comprising: 

(a) an internal network port to receive a request for health information from a 
portable healthcare device for a user, (Intel, p. 4, Fig. 1, col. 1, ^ 2 and 3; p. 6, col. 2, H 
3) (An internal network is considered to be equivalent to a virtual private network since it 
perfonms an identical function in substantially the same way and produces substantially 
the same results) (A portable healtiicare device is considered to be equivalent to a PDA 
since it perfonns an identical function in substantially the same way and produces 
substantially ttie same results); 

(b) an authentication database to store consents corresponding to health 
information, (Intel, p. 4, col. 1 , T1 1 . 2; p. 5, col. 2, ^ 2, 3); 

(c) a search engine to determine if a corresponding authentication is stored in the 
database for requested health information, (Intel, p. 4, col. 1 , If 1 , 2; p. 5, cot. 2, If 2, 3) 
(a search engine is considered to be equivalent to IAS since it performs an identical 
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function in substantially the same way and produces substantially the same results); 
and 

(d) a server interface to prepare the request for receipt by a next segment in the 
network pathway towards a remote site, and to prepare the health infonnation sent in 
response from the remote site to be received by a next segment in the network pathway 
towards the user, (Intel, p. 4, col. 1 , H 1 , 2; p. 6, col. 3, If 2) (a server interface is 
considered to be equivalent to IAS since it performs an identical function in substantially 
the same way and produces substantially the same results). 

Intel fails to disclose controlling distribution of medical records based on patient 
consent. Controlling distribution of medical records based on patient consent is well- 
known in the art as evidenced by Snowden, (Snowden, passim). 

It would be obvious to one of ordinary skill in the art to replace the authorization 
in Intel with the patient consent from Snowden. The motivation would be to provide a 
secure repository for personal medical records of individuals and families, (Snowden, 
Abstract). 

11. As per daim 1 2, Intel discloses an information access server, further including an 
authentication analysis unit to determine the suitability of a corresponding 
authentication, (Intel, p. 3, col. 1, ^2 and 3) (a consent analysis unit is considered to be 
equivalent to IAS since it performs an identical function in substantially the same way 
and produces substantially the same results). 

The statement of obviousness and motivation to combine Snowden and Intel, 
thus replacing authorization with consent, is as discussed in the rejection of claim 1 and 
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incorporated herein by reference. 

12. As per claim 13, Intel discloses an information access server, further including a 
request identification unit to determine the appropriate remote site to receive the 
request, (Intel, p. 4, col. 1, 1[ 1, 2; p. 5, col. 3, ^ 2) (a request identification unit is 
considered to be equivalent to IAS since it perfonns an identical function in substantially 
the same way and produces substantially the same results) (a request identification unit 
is considered to be equivalent to IAS since it performs an identical function in 
substantially the same way and produces substantially the same results). 

The statement of obviousness and motivation to combine Snowden and Intel, 
thus replacing authorization with consent, is as discussed in the rejection of claim 1 and 
incorporated herein by reference. 

13. Claim 25 contains substantially the same limitations as claim 3. Therefore, the 
grounds for the rejection of claim 3, and the statements of obviousness and motivations 
to combine are incorporated herein by reference. 

14. Claim 26 contains substantially the same limitations as claim 4. Therefore, the 
grounds for the rejection of daim 4, and the statements of obviousness and motivations 
to combine are incorporated herein by reference. 

15. Claim 27 contains substantially the same limitations as claim 5. Therefore, the 
grounds for the rejection of claim 5, and the statements of obviousness and motivations 
to combine are incorporated herein by reference. 
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16. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Snowden et al., (U.S. Pub. 2002/0026332) in view of Intel Internet Authentication 
Services, Privacy and Security for Health Care Transactions Over the Internet, 
copyright®2000 Intel Corporation and further in view the Baclcground of the 
Invention. 

17. /\s per claim 7, Intel fails to disclose that the remote site could be a pharmacy 
benefits manager. However, a pharmacy benefit manager is well known in the art as 
evidenced by the Background of the Invention, (Background, ^ 4). 

It would be obvious to one of ordinary skill in the art at the time of the invention to 
combine Intel with the Background of the Invention. The motivation would be to allow 
efficient authentication systems to businesses such as pharmacies and insurance 
companies, (Intel, p. 3, col. 3, ^ 1). 

The statement of obviousness and motivation to combine Snowden and Intel, 
thus repladng authorization with consent, is as discussed in the rejection of claim 1 and 
incorporated herein by reference. 

18. Claims 9, 10, 14 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Snowden et al., (U.S. Pub. 2002/0026332) in view of Intel 
Internet Authentication Services, Privacy and Security for Health Care 
Transactions Over the Internet, copyright®2000 Intel Corporation and further in 
view of Wong et al., (6,260,021). 
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19. As per claim 9, Intel fails to disclose a method further including placing the 
request in a wrapper for acceptance by a next segment in the network pathway towards 
the remote site. However, such a method step is well known in the art as evidenced by 
Wong. 

Wong discloses a method further including placing the request in a wrapper for 
acceptance by a next segment in the network pathway towards the remote site, (Wong, 
Fig. 1; col. 11, line65-col. 12, line 5). 

It would be obvious to one of ordinary skill in the art at the time of the invention to 
combine Intel and Wong. The motivation would be to provide communication between 
network sites that lack common communication protocols, (Wong, col. 1 1 , line 65-col. 
12, line 5). 

The statement of obviousness and motivation to combine Snowden and Intel, 
thus replacing authorization with consent, is as discussed in the rejection of claim 1 and 
incorporated herein by reference. 

20. As per claim 10, Intel fails to disclose a method further including unwrapping 
health information received from across and external network. However, such a method 
step is inherent in the art disclosed by Wong. 

Wong discloses a method further including placing the request in a wrapper for 
acceptance by a next segment in the network pathway towards the remote site, (Wong, 
Fig. 1 ; col. 1 1 , line 65-col. 12, line 5). It would be inherent for the remote site to perform 
an unwrapping function on the received information. Unwrapping is necessary for the 
wrapped information to be effectively utilized by the remote site computer. 
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It would be obvious to one of ordinary skill in the art at the time of the invention to 
combine Intel and Wong. The motivation would be to provide communication between 
network sites that lack common communication protocols, (Wong, col. 1 1 , line 65-col. 
12, line 5). 

The statement of obviousness and motivation to combine Snowden and Intel, 
thus replacing authorization with consent, is as discussed in the rejection of claim 1 and 
incorporated herein by reference. 

21 . As per claim 1 5, Intel fails to disclose an information access server further 
including a health infomiation identification unit to determine what type of information is 
received. However, such an infonnation access server is well-known in the art as 
evidenced by Wong. (Wong, col. 2, line 65-col. 3, line 3; col. 3, line 60 - col. 5, line 20; 
col. 11, lines 17-28) (a health information identification unit is considered to be 
equivalent to a system comprising an interface engine and image object coordinator 
since it performs an identical function in substantially the same way and produces 
substantially the same results). 

It would be obvious to one of ordinary skill in the art at the time of the invention to 
combine Intel and Wong. The motivation would be to provide communication between 
network sites that lack common communication protocols, (Wong, col. 1 1 , line 65-col. 
12, line 5). 

The statement of obviousness and motivation to combine Snowden and Intel, 
thus replacing authorization with consent, is as discussed in the rejection of claim 1 and 
incorporated herein by reference. 
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22. As per claim 16, Intel fails to disclose an infonnation access server further 
including an application unit to determine an appropriate software application program 
for the health information to be entered into. However, such an information access 
server is well-known in the art as evidenced by Wong, (Wong, col. 2, line 65-col. 3, line 
3; col. 3, line 60 - col. 5, line 20; col. 1 1 , lines 17-28) (an application unit is considered 
to be equivalent to a system comprising an interface engine and image object 
coordinator since it performs an identical function in substantially the same way and 
produces substantially the same results). 

It would be obvious to one of ordinary skill in the art at the time of the invention to 
combine Intel and Wong. The motivation would be to provide communication between 
network sites that lack common communication protocols, (Wong, col. 11 , line 65-col. 
12. line 5). 

The statement of obviousness and motivation to combine Snowden and Intel, 
thus repladng authorization with consent, is as discussed in the rejection of claim 1 and 
incorporated herein by reference. 

23. Claims 16-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Snowden et al., (U.S. Pub. 2002/0026332) in view of Intel Internet 
Authentication Services, Privacy and Security for Health Care Transactions Over 
the Internet, copyright©2000 Intel Corporation, and further in view of 
Killcommons et al., (U.S. 6,424,996). 
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24. As per daim 16, Killcommons discloses a computer accessible medium having 
stored therein a plurality of sequences of executable instructions, which, when executed 
by a processor, cause the system to: 

(a) process a request for the health information, (Killcommons, col. 4, line 54-col. 5, 
line 22): 

(b) permit the health information to be immediately acquired, (Killcommons, col. 2, 
lines 45-50; col. 4, line 54-col. 5, line 22). 

Killcommons fails to disclose a computer accessible medium having stored 
therein a plurality of sequences of executable instructions, which, when executed by a 
processor, cause the system to receive health information from across an internal 
network, the request being generated from a portable healthcare device, immediately 
determine if an corresponding consent is stored; and if the corresponding consent is 
stored, permit the health information to be immediately acquired by sending the request 
across an external network to a remote site, receive the health information from the 
remote site, and forward the health information back across the internal network. 
However, such software is well-known in the art as evidenced by Intel, (Intel, p. 4, Fig. 
1, col. 1, H 1- 3; p. 6, col. 2, yi 3; p. 5, col. 2,^2 and 3)(see also rejection of claim 1). 

It would be obvious to one of ordinary skill in the art to combine Killcommons and 
the collective system of Snowden and Intel. The motivation would be to assemble and 
communicate multimedia information from a variety of modalities to remote users, 
(Killcommons, Abstract). 
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The statement of obviousness and motivation to combine Snowden and Intel, 
thus repladng authentication with consent, is as discussed in the rejection of claim 1 
and incorporated herein by reference. 

25. As per claim 1 7, Intel further discloses the forwarding of the health information is 
to the portable healthcare device, (Intel, p. 6, col. 2, ^ 3). 

The statement of obviousness and motivation to combine Killcommons, Snowden 
and Intel, thus replacing authentication with consent, is as discussed in the rejection of 
claim 16 and incorporated herein by reference. 

26. As per claim 1 8, Intel further discloses that if no corresponding authentication is 
stored, further including additional sequences of executable instructions, which, when 
executed by the processor further cause the system to send a notice to the portable 
healthcare device, (Intel, p. 5, col 2, If 3) (sending a notice is considered to be 
equivalent to granting immediate access since it performs an Identical function in 
substantially the same way and produces substantially the same results). 

The statement of obviousness and motivation to combine Killcommons, Snowden 
and Intel, thus replacing authentication with consent, is as discussed in the rejection of 
claim 16 and incorporated herein by reference. 

27. As per claim 1 9, Intel further discloses that if no corresponding authentication is 
stored, further including additional sequences of executable instmctions, which, when 
executed by the processor further cause the system to receive the appropriate 
authentication from the portable healthcare device and to permit the health information 
to be immediately acquired by sending the request across an external networi^ to a 
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remote site, receiving the health infomnation from the remote site, and forwarding the 
health information back across the internal network, (Intel, p. 2, col. 3, H 2-p. 3, col. 1, K 
3; p. 6, col 2, H 2,- end of page). 

The statement of obviousness and motivation to combine Killcommons, Snowden 
and Intel, thus replacing authentication with consent, is as discussed in the rejection of 
claim 16 and incorporated herein by reference. 

28. As per claim 20, Intel further discloses that the corresponding authentication is 
fingerprint data, retinal data, voice data, or a digital signature data and further including 
comparing the corresponding authentication with stored authentication data, (Intel, p. 6, 
col. 2, H 3). 

The statement of obviousness and motivation to combine Killcommons, Snowden 
and Intel, thus repladng authentication with consent, is as discussed in the rejection of 
claim 16 and incorporated herein by reference. 

29. As per claim 21 , Intel further discloses further including additional sequences of 
executable instructions, which, when executed by the processor further cause the 
system to determine if authentication is required and If the authentication is not 
required, to pennit the health information to be immediately acquired by sending the 
request across an external network to a remote site, receiving the health infomiation 
from the remote site, and fonvarding the health information back aaoss the internal 
network, (Intel, p. 5, col. 2, ^ 2 and col. 3, ^ 2 ) (Determining if consent is required is 
considered to be equivalent detennining whether or not a user computer is enabled for 



Application/Control Number 10/038,933 Page 16 

Art Unit: 3626 

streamlined access since it performs an identical function in substantially the same way 
and produces substantially the same results). 

The statement of obviousness and motivation to combine Killcommons, Snowden 
and Intel, thus replacing authentication with consent, is as discussed in the rejection of 
daim 16 and incorporated herein by reference. 

30. As per claim 22, Intel further discloses further including additional sequences of 
executable instructions, which, when executed by the processor further cause the 
system determine the suitability of a corresponding authentication, (Intel, p. 3, col. 1. 1[ 2 
and 3) (Determining the suitability of a corresponding consent is considered to be 
equivalent to confirmed and relative authentication since it performs an identical 
function in substantially the same way and produces substantially the same results). 
The statement of obviousness and motivation to combine Killcommons, Snowden and 
Intel is as discussed in the rejection of claim 16 and incorporated herein by reference. 

31 . Claims 23 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Snowden et al., (U.S. Pub. 2002/0026332) In view of Intel Internet 
Authentication Services, Privacy and Security for Health Care Transactions Over 
the Internet, copyright©2000 Intel Corporation, and further in view of 
Killcommons et al., (U.S. 6,424,996) and further in view of Wong et al., (6,260,021). 

32. As per claim 23, The collective system of Killcommons and Intel fails to disclose 
a computer accessible medium, further including additional sequences of executable 
instructions, which, when executed by the processor further cause the system to placing 
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the request in a wrapper for acceptance by a next segment in the networl< pathway 
towards the remote site. However, such executable instructions are well known in the 
art as evidenced by Wong. 

Wong discloses executable instructions further including placing the request in a 
wrapper for acceptance by a next segment in the network pathway towards the remote 
site, (Wong, Fig. 1; col. 11, line 65-col. 12, line 6). 

It would be obvious to one of ordinary skill in the art at the time of the invention to 
combine Intel and Wong. The motivation would be to provide communication between 
network sites that lack common communication protocols, (Wong, col. 1 1 , line 65-col. 
12, line 5). 

The motivation to create the collective system of Snowden, Intel and 
Killcommons is as provided In the rejection of claim 16 and incorporated herein by 
reference. 

33. As per daim 24, the collective system of Killcommons and Intel fails to disclose a 
computer accessible medium, further including additional sequences of executable 
instructions, which, when executed by the processor further cause the system to 
interrupt a processor to unwrap health infomiation received from across and external 
network. However, such executable instructions are inherent in the art disclosed by 
Wong. 

Wong discloses executable instructions further including placing the request in a 
wrapper for acceptance by a next segment in the network pathway towards the remote 
site, (Wong, Fig. 1 ; col. 1 1 , line 65-col. 12, line 5). It would be inherent for the remote 
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site to perform an unwrapping function on the received information. Unwrapping is 
necessary for the wrapped information to be effectively utilized by the remote site 
computer. 

It would be obvious to one of ordinary skill in the art at the time of the invention to 
combine Intel and Wong. The motivation would be to provide communication between 
network sites that lack common communication protocols, (Wong, col. 11, line 65-col. 
12, line 5). 

The statement of obviousness and motivation to create the collective system of 
Snowden, Intel and Killcommons is as provided in the rejection of claim 16 and 
incorporated herein by reference. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure is as follows: Turner et al., (U.S. Pub. 2003/0177030); Soong, 
(U.S. 6.941,271); Schoenburg, (U.S. 6,463.417); Moshfeghi et al., (6.076,166); Mayaud, 
(U.S. 5.845.255). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell S. Glass whose telephone number is 571-272- 
3132. The examiner can normally be reached on M-F 8-5. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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